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REE1ARKS 



REQUEST FOR WITHDRAWAL OF FINALITY OF OFFICE ACTION 



for 



The final rejection relies on Shahid, i 
the claims of this application, citing Shahid 
hole through it . The claims of this applicatioi|i 
hole since at least the Amendment filed September 



Shahid was first cited in the Office Ac|tion 
upon as a basis for rejection in that Office Action. 
through hole and Shahid of record, this application 
February 26, 2004. That Notice of Allowance 
issued on April 30, 2004, rejecting the claims, 
already of record . 

Thus, there have been two Office 
Shahid and the September 28, 2004 Office Action, 
rejection . Only now, in the September 28, 
that Shahid provides a basis for rejection. 

MPEP §706.07(a) states: 



; Actk >ns 



"Under present practice, second or any 
be final, except where the examiner intiloduces 
is neither necessitated bv a p plicant's amendment 



information submitted in an information 
period set forth in 37 CFR 1.97(c) with 
(Emphasis added.) 



nited States Patent No. 6,352,372 in rejecting 
the showing of a housing member having a 
have recited an end member with a through 
15, 2003 . 



of October 16, 2003. but was not relied 
'* Indeed, with the claims including a 
received a Notice of Allowance on 
was withdrawn, and a new Office Action was 
but without reliance of Shahid . which was 



and two responses between the citing of 
without Shahid providing a basis for 



2004 Office Action does the Examiner contend 



iubsequent actions on the merits shall 
anew ground of re jection that 
?nt of the claims nor based on 



disclosure statement filed during the 
the fee set forth in 37 CFR 1.1 7(p)." 



Reliance on Shahid to show a through role is a new ground of rejection. The claims 
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included a through hole during each of the preceding 
of the claims did not necessitate this new 
Statement was filed to submit Shahid. 
a final rejection. Accordingly, withdrawal 
is respectfully requested. 



two Office Actions. Thus, amendment 
ground of rejection. No Information Disclosure 
Consequently, the Office Action should not have been 
oftthe finality of the Office Action is in order and 



AMENDMENT 

Entry of this Amendment is proper 
not require further search by the Examiner 
Claims 1-4, 7, 13, 14, and 16-18 are 
7, and 16-18 have been amended to more 
been canceled in the interest of expediting 

Applicant gratefully acknowledges the 
allowable if rewritten in independent form, 
into claim 1, and claim 16 has been amended tc 
1 and it dependent claims 2-4, 13, 14, and 16 ai 
Claim 7 was rejected under 35 U.S.C. I 
U.S. Patent No. 6,227,722 Bl in view of Bruce, 
Shahid, U.S. Patent No. 6,352,372 Bl. This rej 



The 



THE CLAIMED INVENTION 

In the exemplary embodiment i 



bee ause it narrows the issues on appeal and does 

presently pending in this application. Claims 1, 
particularly define the invention. Claim 15 has 
prosecution. 



indication that claims 15, 16, and J 8 would be 
substance of claim 15 has been incorporated 
be dependent from claim 1 . Therefore, claim 
e allowable . 

103(a) as being unpatentable over Kropp, 
et ah, U.S. Patent No. 6,312,581 Bl and 
action is respectfully traversed. 



illustratively set forth in claim 7, Applicant 5 ! 
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invention is an optical element housing 
longitudinally extending hole through it for a 
optically connecting the substrate to an optics 
surface, a first side surface, and a second side 
formed on the top surface of the hole, along e 
hole , 

THE PRIOR ART REFERENCES 
The Kropp Reference 

Kropp discloses a component module 
a substrate, on the upper surface of which a 
extending in a longitudinal direction of the 
described as "guide bars" at, for example, colt 
column 4, line 63 and column 5, line 3 of KroAp, 
plug connector member having a Iongitudinall / 
for accommodating and fixing the substrate 
and a second side surface. A pair of grooves ( ; 
3 1 and 66) is formed in the top surface of the 
substrate when the substrate is inserted in the 



which includes a body member having a 
xommodating an end of a substrate and 
I element. The hole has a top surface, a bottom 
surface. A step for positioning the substrate is 
ach longitudinally extending side surface of the 



@009 



i pa lr 



substrate. 



vhich includes elongated optical waveguides on 
of first positioning structures is formed 
These positioning structures are 
mn 3, line 62, and as "ribs" at, for example, 
. The component module further includes a 
extending recess or cavity in its lower surface 
recess has a top surface, a first side surface, 
'! ee Kropp at, for example, column 4, lines 29- 
so as to fit the guide bars or ribs on the 
No steps are disclosed or suggested. 



The 
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The Bruce, et al. Reference 

Bruce discloses a process for fabricating 
substrate. The device has a cladding formed i 
active region, and that active region is formec 
forming a region of porous silicon in the silicon 
and densified. After densification, the active 
No steps are disclosed or suggested. 



a silica-based optical device on a silicon 
i a silicon substrate. The device also has an 
on the cladding. The cladding is fabricated by 
substrate. The porous silicon is then oxidized 
rfegion of the device is formed on the cladding. 



i optic il 



ani 



The Shah id Reference 

Shahid discloses an optical connector, 
rejection of claim 7 is based, includes an 
fiber ribbons. On each of the upper surface 
truncated V-shaped alignment grooves 34 is 
the connector. See Shahid at column 5, lines 
alignment receptacle 90 having a longitudinally 
and fixing the optical connector. A pair 
from each of the top surface and the bottom 
shaped alignment grooves on the optical 
the hole. 

From line 7 to line 34 of column 7, 
dimensions of truncated V-shaped grooves 34 
out that their size is in the micron ranee , thus 



of trurcated 



sui face 



1 connector 



, Shahid 



The Figure 7 embodiment, on which the 
connector 22 including elongated optical 
the lower surface of the connector a pair of 
extending in a longitudinal direction of 
1-67. The optical module further includes an 
extending hole through it for accommodating 
V-shaped alignment rid ges ] 02 extends 
of the hole so as to fit the truncated V- 
when the optical connector is inserted in 



formed. 



40 



goes into great detail about the critical 
truncated V-shaped ridges 102, and brings 
making clear the complexity of both designing 



aidt 
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and manufacturing his optical connector. 

No steps are disclosed or suggested. 

ARGUMENT 

The references show ribs and grooves 



a hole in a connecting member. The ribs and 
height, but also of width. Likewise, the groov 
The truncated V-s haped ridges and grooves 



:>r ridges and grooves to align a substrate within 
Ihe ridges have critical dimensions , not only of 
s have critical dimensions nf H P pth anc j width, 
further critical ity as to the angle of the V 



have 



and the width of each end . 

In contrast, by providing steps on the tc 
extending side edge thereof, the claimed 
Less complex design and manufacturing p roces 
None of the references shows or sugges 
providing steps is a mere rearrangement of parti, 
support for the contention that a rearrange 
claimed invention is more than a rearrang ement 



only move the ribs or truncated V-shaped ridge< 
alignment receptacle and the corresponding 
connector. The would still be ribs, truncated V. 



moved ribs, truncated V-shaped ridges, and 
dimensions, and so the same complexity of the 



The invention of claim 7 avoids this by 

10 



p surface of the hole, alone each longitudinally 
ion has fewer crit ical dimensions, permitting 

s steps. The Office Action contends that 
i, and cites In re Japikse, 86 U.S.P.Q. 70 as 
Df parts would be obvious. However, the 
of parts. A rearrangement of parts would 



closer to the edge of the opening in the 



grooves 



closer to the edga of the optical 
im ped ridges, and grooves; nnt c^pe x ne 



groc ves 



would still have the same critical 
design and manufacniring p rocesses 



utilizing ste ps on the top surface of the hole, 
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along each longitudinally extending side edge 
dimensions, and so the optical element housing 
design and to manufacture. 

Even a slight difference from the prior 
change. Demaco Corp. v. F. Von 
(Fed. Cir. 1988). Thus, assuming that the di 
slight, still it is non-obvious, and so is patentable . 



5f the hole. These steps have fewer critical 
member of claim 7 is more economical to 



i Langsdorff L icensing 



diffc rence 



irt can be a non-obvious, and so patentable. 

Ltd., 851 F.2d 1387, 7 USPQ 2d 1222 
of the present claims over the prior art is 



It is accordingly urged that claim 7 and 



CONCLUSION 

hi view of the foregoing, Applicant subjnits 
should be withdrawn. Applicant further submi 
claims presently pending in the application, are 
and are allowable, and that the application is in 
be appreciated. 

Should the Examiner find the applii 
the Examiner is requested to contact the unders, 
listed below to discuss any other changes deemed 
personal interview. 

To the extent necessary, Applicant petitions 
§1.136. The Commissioner is authorized to chaVge 



its dependent claims 17 and 18 are allowable . 



that the finality of the Office Action 
s that claims 1-4, 7, 13, 14, and 16-18, all the 
patentably distinct over the prior art of record 
condition for allowance. Such actions would 

a to be other than in condition for allowance, 
gned attorney at the local telephone number 
necessary for allowance in a telephonic or 



for an extension of time under 37 CFR 
any deficiency in fees, including 
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extension of time fees, or to credit any overpayment in fees to Attorney's Deposit Account 
No. 50-0481. 



Respectfully Submitted, 



Date: fJ^V^v^^S^ i 



McGinn & Gibb, PLLC 

8321 Old Courthouse Road, Suite 200 
Vienna, VA 22182-3817 
(703) 761-4100 
Customer No. 21254 




I hereby certify that I am filing this Rdquest 
Action, and Amendment Under 37 C.F.R 
and Trademark Office to Examiner Hae M, 
872-9306 this 30th day of November 2004. 



©013 



fistration No, 22,973 



CERTIFICATION OF FA CSTTVTTT ,F TRANSMISSION 



for Withdrawal of Finality of Office 
1 16 by facsimile with the United States Patent 
Hpeon, Group Art Unit 2839 at fax number (703) 




tes N. Dresser 
Registration No. 22,973 



2 
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